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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



1 . This communication is in response to the amendment filed on June 01 , 2004. 

2. The Examiner acknowledges the cancellation of Claim 2 in the current 
amendment filed on June 01 , 2004; in addition to the other canceled claims 4 and 6 in 
previous amendments. 

3. Claims 1 , 3, 5 and 7-18 are presented for examination following the amendment. 

4. Claims 1, 3, 5 and 7-18, are rejected under 35 U.S.C. 103(a). 

Priority 

5. Applicant's claim for foreign priority under 35 U.S.C. §1 19(a)-(d) is 
acknowledged. Therefor accorded the benefit date of 01 November, 2000. 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claim Rejections - 35 USC § 103 



7. Claims 1, 3, 5 f 7-8, 10 and 14-18, are rejected under 35 U.S.C. 103(a) as being 
unpatentable by Itaru Nishizawa (U.S. Patent No. 6,519,598 and Nishizawa hereinafter) 
in view of Takashi Suzuki (U.S. Patent No. 6,125,304 and Suzuki hereinafter). 
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Regarding Claims 1, 3, 5, 8, 14-16 and 18 Nishizawa discloses: 
host computer (Col 4, Line 22, i.e. client computer 101 and 102) 
a skeleton program for instructing data format transformation (Col 8, Lines 21-22, 
i.e. when the XML application 1 issues the data request 1412\ see also Figure No. 6, Element No. 
602, i.e. receive the data request from a client computer ) 

a communication program (Figure No. 1, Element No. 106; see also Col 4, Lines 
29-33, i.e. The magnetic disk apparatus 2 108 comprises a network interface for connecting the 
magnetic disk apparatus to the network and for assuring communication between the client computers 
and the data conversion program server) 

said disk storage device having (Figure No. 3, Element No. 320) 
a data format transforming program 3 (Figure No. 3, Element No. 316) 
a second communication program (Figure No. 3, Element No. 323) 
said the skeleton program sending a request to said data format transformation 
program (Col 5, Lines 22-25, i.e. the client issues the data reguest to the magnetic disk apparatus. 
An example of the data request is shown in FIG. 10. the data request includes three designations of data 
output format ) on said disk Storage (please note that this was established earlier above, see Figure 
3, Element 316) via said communication program for communicating with said disk 



1 Please note that the Examiner is interpreting this example of the "XML Application" to be the same as 
the "skeleton program" as they both are programs that are requesting a conversion or a transformation. 

2 Please note that the Examiner is interpreting this "magnetic disk apparatus" \o be the same as the "disk 
storage" of Claim No.1 

3 Please note that the Examiner is interpreting the "data format transforming program" to be the same as 
the "data conversion" in the Nishizawa reference. 
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Storage, (a/so was established earlier above, see figure 3, Element 323) at the time of data format 
transformation (Figure No. 6, Element No. 607 and 608) 4 

said data format transformation program receiving the request via said second 
communication program (Figure No. 6, Element No. 602) 

said data format transformation program performing the data format 
transformation (Figure No. 6, Element No. 607). 

storing by said disk storage device, data having another data format (Figure 1 , 
Element No's. 110, 111 and 107; see also Figure 2, Element No. 205-207 and 210; see 
also Col 10, Lines 6-9, i.e. or storing the converted data in the form previously requested from said 
client computer of the requester) 5 

Nishizawa reference discloses all of the claimed subject matter set forth above, 
except it does not explicitly indicate that one format of the data is used for an application 
executed on one database and the other format of the data (the data format that was 
converted to) is used for an application executed on another database. However 
Nishizawa teaches an application that is associated with one database (Col 10, Lines 4- 
5, i.e. in the case that the application on the client computer is an associated database). Given the 
intended broad application of the Nishizawa system, it would have been obvious to a 
person of ordinary skill in the art at the time of Applicant's invention to convert data from 
one format to another for many reasons such as, compatibility and to allow for a 

4 The Examiner would like to direct the Applicant's attention to the fact that ending the data conversion 
process (as in Figure 6, Element 608) is an indication that this process of sending and receiving this 
"request" is actually happening, also Figure 6, Element 607 is another good example for showing the 
transformation (conversion) at the current time. 

5 Please note the location of the data format transformation (conversion), i.e. "in the magnetic disk 
apparatus". 
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maximum use of a system when more then one format can be recognized. Further more 
converting data formats from one type to another is well known and whether the 
different formats are used in two different applications of two different databases or 
whether the different formats are used to convert data for two different devises such as, 
from voice to text or the opposite, no weight will be given to it as it is merely reciting the 
purpose and the intended use of the data conversion. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 

Nishizawa reference discloses all of the claimed subject matter set forth above, 
including the limitation of address of source data (Figure No. 9, Element No. 906, i.e. 
from employee), except the reference does not explicitly indicate the two limitations 
regarding the size of the data to be transformed and the destination address of the 
transformed data. However Suzuki discloses all of the three limitation, including the 
"address of source data", "the size of data to be transformed" and the "destination 
address" (Figure No. 2A, Element No. S2; see also Col 10, Lines 49-56, i.e. a conversion 
source file name, a conversion destination file name, a board (PCB) s/ze, and a flow direction are input 
(step S2). The operations for inputting the PCB size and the flow direction in this process are the 
operations with which the data of the data items such as the (6) flow direction and the (7) PCB size, which 
can be changed also immediately before the conversion process, are used unchanged, or the data are 
changed with an input if they are to be changed). Given the intended broad application of the 
Nishizawa reference, it would have been obvious to a person of ordinary skill in the art 
at the time of Applicant's invention to modify the teachings of Nishizawa with the 
teachings of Suzuki in order to increase the flexibility of the system by presenting a 



# # 

Application/Control Number: 09/810,548 Page 6 

Art Unit: 2171 

system that is more user friendly by allowing the user to directly specify the source, size 
and the destination of the transformed data, also to increase the process efficiency of 
the system. 



Regarding Claim 7, Nishizawa discloses disk storage device connected to 
another host computer (Figure 2). 

Regarding Claim 10, Nishizawa discloses the Internet as a protocol (Col 7, Lines 
28-37). 

Regarding Claim 17, Nishizawa discloses another data request and a third data 
format (Col 10, Lines 60-63) 6 . 

8. Claims 9 and 12, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Itaru Nishizawa (U.S. Patent No. 6,519,598 and Nishizawa hereinafter) in view of 
Michael Brown (U.S. Patent No. 6,636,808 and Brown hereinafter). 

Regarding Claim 9, Nishizawa's reference discloses all of the claimed subject 
matter set forth above, except it does not explicitly indicate the mainframe computer 
type. However Brown teaches a mainframe (Col 7, Lines 11-17). Given the intended 
broad application of the Nishizawa reference, it would have been obvious to a person of 
ordinary skill in the art at the time of Applicant's invention to modify the teachings of 

6 Please note that the indication of "designation of data format" (Col 10, Lines 60-61) is an indication that 
more then one format can be designated (third format). And if the system can transmit one request then 
why it cant transmit more then one? 
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Nishizawa with the teachings of Brown by specifying a mainframe computer for the host 
to hold larger amount of data then a regular computer or server. 

Regarding Claim 12, Nishizawa's reference discloses all of the claimed subject 
matter set forth above, except it does not explicitly indicate the TCP/IP protocol. 

However Brown teaches TCP/IP (Col 5, Lines 26-35). It would have been 
obvious to a person of ordinary skill in the art at the time of Applicant's invention to 
modify the teachings of Nishizawa's reference to include a protocol such as the TCP/IP 
as it is a well know protocol to connect computers, just as the Internet Protocol (IP), 
Hypertext Transfer Protocol (HTTP) and others. 

9. Claims 11 and 13, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Itaru Nishizawa (U.S. Patent No. 6,519,598 and Nishizawa hereinafter) in view of 
Takashi Suzuki (U.S. Patent No. 6,125,304 and Suzuki hereinafter) and further in view 
Michael Brown (U.S. Patent No. 6,636,808 and Brown hereinafter). 

Regarding Claims 11 and 13, the combination of Nishizawa's reference and 
Suzuki's reference discloses all of the claimed subject matter set forth above, except 
they do not explicitly indicate a SCSI protocol. However Brown teaches a SCSI protocol 
(Col 4, Lines 37-42). It would have been obvious to a person of ordinary skill in the art 
at the time of Applicant's invention to modify the teachings of both Nishizawa's and 
Suzuki's references to include a SCSI protocol as it is a very common protocol to 
connect computers, just as the TCP/IP and/or the Internet, one other reason to use 
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SCSI protocol is due to it's known capabilities in transferring massive amount of data, 
such as large databases or mainframes with large amount of data. 



Response to Arguments 

1 0. Applicant's arguments filed in the amendment of June 1 st, 2004 have been fully 
considered but they are not persuasive. 



a- Applicant argues that Nishizawa's reference in combination with Suzuki's 
reference does note teach the limitations of the canceled Claim 2 (currently 
incorporated into Independent Claims 1, 3, 5, 14 and 16). The Examiner however 
disagrees. The combination of both Nishizawa and Suzuki does teach the limitations of 
"address of source data", "the size of data to be transformed" and the "destination 
address" (Figure No. 2A, Element No. S2; see also Col 10, Lines 49-56), i.e. 

a conversion source file name , a conversion destination file 
name , a board (PCB) size , and a flow direction are input (step S2). The 
operations for inputting the PCB size and the flow direction in this 
process are the operations with which the data of the data items such as 
the (6) flow direction and the (7) PCB size, which can be changed also 
immediately before the conversion process, are used unchanged, or the 
data are changed with an input if they are to be changed. 
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Points of Contact 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Haythim J. Alaubaidi whose telephone number is (703) 
305-1950. The examiner can normally be reached on Monday - Friday from 8:00 AM to 
4:30 PM. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic, can be reached on (703) 308-1436. 
Any response to this office action should be mailed to: 

The Commissioner of Patents and Trademarks, Washington, D.C. 20231 or telefax at 
our fax number (703) 872-9306. 

Hand-delivered response should be brought to Crystal Park II, 2121 Crystal Drive, 6 th 
Floor Receptionist, Arlington, Virginia. 22202. 



Patent Examiner 
Technology Center 2100 
June 28, 2004 
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